TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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! Patent 4,775,716, granted October 4, 1988, based on
Application 06/862,085, filed May 12, 1986. Accorded the
benefit of Application Serial No. 06/685,091, filed Decenber
21, 1984, now U. S. Patent 4,588,773, granted May 13, 1986
Assi gnor to CE Chem cal s, Inc.

2 Application Serial No. 07/029,499, filed May 13, 1987.
Accorded the benefit of Application Serial No. 06/732, 541,
filed May 10, 1985, now U.S. Patent No. 4,719, 263, granted
January 12, 1988. Assignor to B.F. Goodrich Co.
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| nterference No. 103, 029

FI NAL HEARI NG  Septenber 9, 1999

Bef ore STONER, Chief Adm nistrative Patent Judge, PATE and
LI EBERMAN, Admi nistrative Patent Judges.

PATE, Adm nistrative Patent Judge.

FI NAL DECI SI ON

This is a final decision in Interference No. 103, 029
involving U S. Patent 4,775,716 to George P. Kipouras and Al an
R Federl® as junior party and application Serial No.
07/ 029, 499 to James P. Barnhouse and Sinon H. Yu as senior
party. The junior party patent is assigned to GE Chem cal s,
Inc. as the successor in interest to Borg-Warner Chem cal s,
Inc., while the senior party application is assigned to B. F.

Goodri ch Co.

Technol ogi cal Background

3 Her ei nbel ow, both parties will be referred to in the
si ngul ar as Ki pouras and Barnhouse, respectively.
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The subject matter of the interference deals with
the terpolynmer of acrylonitrile, butadiene, and styrene
comonl y
called ABS. KR340.* In making structural shapes of ABS, such
as tool boxes or tote bins, it is desirable to inprove the

el ectri cal

properties of the polynmer so that it readily dissipates static
electricity. The antistatic properties are inproved by

bl endi ng the ABS with a copol yner el astoner forned of

epi chl or ohydrin and et hyl ene oxide. This copolyner is
referred to by the abbreviation ECH EO. KR342. The ethyl ene
oxide is the effective antistatic ingredient. KR342. The
anount of electrostatic dissipation (ESD) is neasured with
respect to a mlitary specification that requires a charge of

5000 volts to be dissipated in 2 seconds® or |ess. KR343.

4 The Ki pouras record and Ki pouras exhibits will be
abbrevi ated KR and KX-, respectively, followed by the
appropriate nunber. Likew se, the Barnhouse record and
exhibits will be abbreviated BR and BX-.

5 Gles also testified as to ABS- ECH EO bl ends t hat
woul d di ssipate a 5000 volt charge in one second. KR343;

(continued...)



| nterference No. 103, 029

Ki pouras’ expert Gles testified that to achieve this |evel of
charge di ssipation a blend of ABS and ECH EO nust contain at

| east 12% et hyl ene oxide (EO by weight. KR344.%7 Seni or
party inventor Barnhouse was not in agreenment with this

assertion. Bar nhouse was of the

opi nion that other factors cone into play rather than nerely
EO concentrations being of singular inportance. BR19.
Nevert hel ess, the parties agree that pure ethyl ene oxide
nmonomer added to ABS does not inpart antistatic properties at
all. KR626; KR670.

The count in interference reads as fol |l ows:

(...continued)
KR346-47; KR352.

6 We further note that Gles, the junior party’s
expert witness, stated that normally “50/50 nonencl ature woul d
indicate by weight; if it were by nolar, it would probably be
inthe format of 1 to 1 [1:1].” KR348. This opinion is
belied by the count which clearly calls for a weight ratio but
gives the figure on a 1:1 basis.

! Bar nhouse testified that antistatic properties were
due not only to the percentage of EOin the bl ended pol yner
but also howthe EOis distributed in the resin. KR663;

KR669. Addi ng nore ECH EO Hydrin el astoner than the ABS resin
can absorb creates rubbery domains with i nproved conductivity.
KR663.
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Count 1

An antistatic thernoplastic conposition conprising:

(A) 80%or nore by weight of a copol yner having a
rubber substrate and a rigid phase, said rigid phase including
an acrylonitrile and a vinyl aromatic conpound and bei ng
substantially free of non-nitrilated acrylic conpounds; and

(B) 20% or |less by weight of an epihal ohydrin
copol ynmer of an epi hal ohydrin and an oxirane-containi ng
conononer, wherein the ratio by weight of said epihal ohydrin
to said oxirane conononmer is equal to or less than 1:1

wherei n said epi hal ohydrin copolyner is present in an anount
such that said antistatic thernoplastic conposition has

i nproved antistatic properties in conparison to said
antistatic therno- plastic conposition wherein said

epi hal ohydrin copol yner is absent.

The clains of the parties that correspond to the

count
are:
Ki pouras et al.: Clainms 1-16
Bar nhouse et al.: Clainms 29-36, 38-43, 45-63, 65-67,
and 69-73
| ssues

Only one prelimnary notion was filed during a

prelimnary notion period established by the Adm nistrative
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Pat ent Judge (APJ). Junior party Kipouras noved for benefit
of the filing date of U S. Patent No. 4,588,773. The patent
was filed for on Decenber 21, 1984 in the nanmes of Alan R
Federl and George P. Kipouras and will be referred to

herei nafter as the Federl patent as the parties have done.
Decision on the notion was deferred to final hearing. |If this
notion were to be granted, junior party Kipouras would be the
senior party in this interference.

During the testinony period, senior party Barnhouse
filed two notions for |leave to anend the senior party’s
prelimnary statenent to add an all egation of derivation.

Deci sions on these notions have been deferred to final
hearing. If one or both of the notions to anmend the
prelimnary statenment of the senior party are granted in this
deci sion, then the senior party’'s evidence of derivation wl|
be considered in this decision.

According to the Kipouras main brief at page 2,

Ki pouras does not intend to present a priority case at final
heari ng. However, the declaration of EmIly Ri cheson, KR693-

95,
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to the extent that it concerns an execution of the benefit
application papers prior to the filing date thereof, to prove
a conception prior to any communi cati on from Barnhouse, is in
the nature of a priority case. Since Kipouras has disclained
any priority case at final hearing, we wll not consider the
Ri cheson declaration as a priority case.?

Additionally, junior party Kipouras has filed a
noti on® under 37 CFR 8§ 1.656(h) to suppress portions of the
senior party’s evidence. The notion was opposed by the
senior party. This notion to suppress will be considered

her ei nbel ow.

Deci sion on Ki pouras Mdtion to Suppress Evidence

8 It appears that the declaration was entered during
the junior party’s rebuttal testinony period. Since it is
i nproper to introduce evidence pertaining to a party’s
priority case, i.e., its case-in-chief, during a rebuttal
period, we hold the Richeson declaration as ineffective to
nmove the junior party’ s conception date to antedate the filing

date of the benefit application. It is noted that the junior
party did not nove to reopen its testinony to all ow
evidence relating to its case-in-chief, nor did it file for

perm ssion to enter a bel ated paper.
° Paper No. 76.

10 Paper No. 78.
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As part one of the Kipouras notion to suppress,

Ki pouras seeks to suppress Barnhouse exhibits BX-5 to BX-41 on

the ground of hearsay. Kipouras also objects to the
decl aration of Marasch appearing at BR33 to BR36 on a simlar
ground. The cross-exam nation testinony of Marasch nakes
cl ear that the business records exception of the Federal Rules
of Evidence 8803(6) is inapplicable to these docunents, and
that these docunents and the acconpanyi ng Marasch decl arati on
are properly suppressed.

Marasch stated on cross-exam nation that in about
March 1989 he began a programto coll ect docunents that would
be useful in a priority contest with respect to Goodrich’s
Stat-Rite product. BR111-12. The docunent search | asted
approxi mately one nonth. BR120. Marasch found docunents in
the files at the Avon Lake Techni cal Center under custody of
the Iibrarian. However, he also obtained files at Avon Lake
from Bar nhouse’ s desk and a technician’s desk. BR117. He
further obtained docunents fromthe custoner files at
Goodrich’s marketing departnent, and he revi ewed, what we nust

8
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regard without nore evidence as, the personal files of his
predecessor, the fornmer manager of marketing for Stat-Rite.
The files fromall these sources were comm ngled and sent to
the | aw department where they were bound. BR119. He could
not recall the specific source of any docunent BR121; BR123;

BR128, etc.

Under these conditions, where the specific source of
any docunent is unknown and sone docunents cane from sources
such as the inventor’s desk or his technician s desk, or from
t he personal files of Marasch or his predecessor, it is
difficult to accept the senior party’s argunent that these
records are records kept in the regular course of business.
Wt hout nore evidence, we are unwilling to accord the personal
files of a witness who did not appear and give testinony or
casual files renoved froma person’s desk the status of a
busi ness record. Inasnmuch as wi tness Marasch cannot state
specifically where any docunent cane from and at |east sone
docunents cannot be accorded the status of business records,
based on their provenance, all proffered Marasch exhi bits, BX-

9
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5to BX-41 will be suppressed as hearsay. Part one of the
Ki pouras notion to suppress i s GRANTED

Wth reference to part two of the Kipouras notion to
suppress, Kipouras seeks to suppress the declaration of Dr. Yu
at BR38-39 wth respect to BX-17, BX-18, BX-19, BX-20, BX-23,
BX- 24, BX-27, BX-29, BX-30, BX-31, BX-32, BX-33, BX-37, and
BX-38. The ground all eged by Kipouras is that the data
contained in these docunents is hearsay as to Yu, inasnuch as
Yu did not performthe experinments or polynerizations
referenced in these docunents. Yu testified that the

experinments were perfornmed under his direction

and he specified the starting ingredients (BR195) and what
tests were to be perforned (BR196; BR198). Yu also testified
that it was customary at Goodrich for persons to refer to the
wor k of technicians as work done by the |ead scientist.

BR198. Be that as it may, Kipouras is correct in arguing that
t hese docunents represent hearsay, in that Yu did not have
firsthand know edge of the experinents. Accordingly, with

respect to the exhibits Iisted above, and the acconpanyi ng

10
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decl aration pages, BR38-39, the Kipouras notion to suppress is
GRANTED.

Wth reference to the third portion of the Kipouras
notion to suppress, Kipouras noves to suppress a group of U. S,
Patents BX-42 to BX-47, inclusive, as hearsay. Barnhouse, in
opposition, states that these patents are offered to show t hat
persons of ordinary skill in the art recognize that Hydrin 200
refers to a copolyner of ECHEO in a 1:1 nolar ratio. W
agree with Kipouras that the docunents are hearsay, when
offered for this reason. While we will suppress these
docunents for this purpose, we note that there is direct
testinmony regarding the conposition of Hydrin 200. KR13.

Wth respect to BX-42 through BX-47, the notion to suppress is
GRANTED.

Wth respect to the fourth portion of the Kipouras
notion to suppress, BX-3 is suppressed for the reasons given
Wi th respect to BX-42 through BX-47, above. The notion to
suppress BX-3 i s GRANTED

Finally Kipouras noves to withdraw KX-5 through KX-
12, KX-5A through KX-12A, KX-16, and KX-17. Dr. Yu admtted
that he did not performthe underlying polynerizations.

11
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Accordi ngly, the Kipouras notion to withdraw these exhibits is
GRANTED.
The Ki pouras notion to suppress has been GRANTED in

its entirety.

Deci sion on Ki pouras Mdtion for Benefit

Benefit for priority purposes is determned with
respect to the count. A party is entitled to the benefit of
an earlier filed application for priority purposes if he or
she is in conpliance with 35 U S.C. 8§ 112, first paragraph,

with respect to at | east one species within the count. Mor

v. Costain, 214 USPQ 295, 297 (Bd. Pat. Int. 1981), citing
Wil v. Fritz, 572 F.2d 856, 865 n.16, 196 USPQ 600, 608-09
n.16 (CCPA 1978); Hunt v. Treppschuh, 523 F.2d 1386, 1389, 187
USPQ 426, 429 (CCPA 1975); and Den Beste v. Martin, 252 F.2d

302, 305, 116 USPQ 584, 586 (CCPA 1958).
The earlier application nust contain a witten
description of the subject matter of the interference count,

and

12
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must neet the enabl enent requirenent. Hyatt v. Boone, 146
F.3d 1348, 1352, 47 USPQ@d 1128, 1130 (Fed. Cr. 1998), cert.
denied, 525 U. S. 1141 (1999), quoting Fiers v. Revel, 984 F.2d
1164, 1170, 25 USPQ2d 1601, 1606 (Fed. Cir. 1993)(section 112
paragraph 1 nmust be net by the earlier application). For an
earlier-filed application to serve as constructive reduction
to practice of the subject matter of an interference count,
the applicant nust describe the subject matter of the count in
terms that establish that he was in possession of the

| ater-clained invention, including all of the elenents and
l[imtations presented in the count, at the tine of the earlier
filing. Hyatt, 146 F.3d at 1353, 47 USPQ2d at 1131. Wen an
explicit limtation in an interference count is not present
in the witten description whose benefit is sought, it nust be
shown that a person of ordinary skill would have under st ood,

at the time the patent application was filed, that the
description requires that limtation. 1d. It is insufficient
as witten description, for purposes of establishing priority
of invention, to provide a specification that does not

unanbi guously describe all limtations of the count. Id.

13



| nterference No. 103, 029

The witten description requirenent is a fact-

specific issue. See, e.g., Inre Wertheim 541 F.2d 257, 262,

191 USPQ

90, 96 (CCPA 1976)("The primary consideration is factual and
depends on the nature of the invention and the anmount of

know edge inparted to those skilled in the art by the

di scl osure”); and Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555,
1562, 19 UsSP2d 1111, 1116 (Fed. Cr 1991). As with al
prelimnary notions, the burden is on the noving party--in
this instance Kipouras--to prove entitlement to benefit by a
preponder ance of the evidence. See Behr v. Talbott, 27 USPQd
1401, 1405 (Bd. Pat. App. & Int. 1992); Kubota v. Shibuya, 999
F.2d 517, 522, 27 USPQ2d 1418, 1422 (Fed. Cir. 1993).

Ki pouras has noved for benefit of the filing date of
the Federl Patent No. 4,588,773. The question presented is
whet her one of ordinary skill would have understood that the
speci fi c enbodi nrent exanples of colums 4 and 5 of the patent

are enbodi nents within the scope of the count in this

14



| nterference No. 103, 029

interference. The followi ng represents our findings with
respect to the benefit issue.

The Feder!| disclosure at colum 4, |ines 44-46,
reads as foll ows:

The epi hal ohydrin copol ynmer consi dered

in these exanples is a 50/50 copol yner of

epi chl orohydri n and et hyl ene oxi de.
The parties agree that if the 50/50 copolynmer is on a weight
basis, then the disclosure of the Federl patent is within the
scope of the count. However, as noted above, the Feder
patent is notably silent as to whether the specific enbodi nment
contains a copolynmer that is 50:50 ECH EO by wei ght or 50:50
ECH EO on a nol ar basis.

W initially note that all other discussion in the
Feder| patent is quantified as on a wei ght basis.
Additionally, in colum 4 at line 24, it is disclosed that the
preferred epi hal ohydrin (EHH)-al kyl ene oxide (AO ratio is a
60%to 40% ratio on a weight basis of EHHto AO Note that a

50: 50 or 1:1 nolar copolynmer of ECHEO lies outside this

15
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preferred range.'* These two findings support a concl usion
that the evidence intrinsic to the Federl disclosure would
have | ed one of ordinary skill to understand that the
speci fic enbodi ment is 50:50 ECH EO on a wei ght basi s.
Furthernore, w tnesses G les, Barnhouse and Yu al
agreed that, based on the above-noted observation, i.e., that
the text of the Federl patent referred only to weight ratios,
they would interpret the specific enbodi nent of the Feder

pat ent as

referring to a copolynmer that was 50: 50 by weight. KR348-49;
KR640; KR142, respectively. Wiile we recognize that the test
for descriptive support is an objective standard that inquires
not what any actual w tness would have understood froma

di scl osure but what a hypothetical person of ordinary skill
woul d have understood, this testinony provides inportant

evi dence that one of ordinary skill would have appreci at ed

that the specific enbodi mrent was on a wei ght basis.

1 1:1 nmol ar ECH EO copol yner is 68/ 32 ECH EO by
wei ght. KR344.

16
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As for other extrinsic evidence, Gles, Kipouras
expert, testified that it was his belief that the test data
recorded in KX-15 was the source for the Federl patent’s Table
1. KR355-56. In our view, this is speculation on the part of
Gles, and this testinony is entitled to but little weight.
Gles also testified that the 50/ 50 ECH EO copol yner of Table
1 “has to be” 50/50 by weight to achi eve the di scharge anount
reported in Table 1. KR349-50. Barnhouse, who revi ewed the
data, was astounded at the anmount of discharge, but agreed
that the anobunt of discharge was nore likely attributable to a
50/ 50 weight ratio of copolyner of ECH EO rather than a nol ar
ratio in the ECH EO copol yner. KR642-43. However, Barnhouse
was skeptical that even a 50/50 wei ght copol yner of ECH EO
woul d give this anpbunt of discharge, and he was of the view

that this anount of

di scharge was due to synergistic effects with ot her

i ngredi ents. KR643-645. Based on Barnhouse’s reservati ons,
which we credit, we are of the view that the testinony of
Gles with respect to the anount of ECH EO in the Feder
exanples is entitled to sone weight, but is not so probative

17
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as to require that we hold that Federl has descriptive support
for ECH EO at 50:50 wei ght percent.

The extrinsic evidence that party Barnhouse points
tois in the file wapper of the Federl patent. On May 27,
1986, just two weeks after the patent issued, the Feder
patent inventors filed for a certificate of correction for the
Feder| patent. The certificate was filed under the provisions
of 37 CFR 8 1.323 and sought to correct colum 4, at |ine 45,
by the addition of the text --(nolar basis)--. |If corrected,
the text of colum 4 that refers to the specific enbodi ment
woul d have read as foll ows:

The epi hal ohydrin copol ynmer consi dered

in these exanples is a 50/50 (nolar basis)

copol ynmer of epichlorohydrin and et hyl ene

oxi de. 12

As noted above, the parties agree that the text, if corrected,

woul d have stated that the specific enbodi nent of the Feder

patent | ay outside the scope of the count. The certificate
cover letter was signed by Emly Ri cheson, counsel for the

assignee. The certificate was refused entry by the exam ni ng

12 Feder| patent file wapper Paper No. 7.

18
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group.*® A Supervisory Patent Exam ner (SPE) in the group
found that there was no descriptive support for the change.
Apparently, the SPE was of the view that the intrinsic

evi dence in the specification would have nore properly
supported an interpretation that the exanple was directed to a
copol ymer of ECH EO that was 50:50 on a wei ght basis.

Bar nhouse argues that the request for a certificate
of correction is an adm ssion that the exanple in the Feder
speci fication was 50: 50 ECH EO on a nol ar basis. Barnhouse
states that such an adm ssion should be overturned only by
cl ear and convincing evidence. Barnhouse posits a situation
wherein in January 1986 the Federl application was in |Issue
Branch awai ti ng paynment of the issue fee when the Non-Anal ysis
Agreenent * expired. At that tinme, Barnhouse specul at es,

Feder!l and Ki pouras were free to analyze the Hydrin 200
sanples. O perhaps they inquired of Goodrich personnel the
conposition of the Hydrin 200. At any rate, they noved to

change the disclosure of the Federl

13 Feder| patent file wapper Paper No. 8.
14 See page 21, infra.

19
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patent to match their experinments. Wiile we do not regard the
request for the certificate of correction as an adm ssion, we
view it as strong circunstantial evidence that the scenario
put forward by Barnhouse may have indeed transpired. For

what ever reason, the inventors, with firsthand know edge,

i.e., Federl and Kipouras, did not testify. Richeson had no
recol |l ection of the circunstances surrounding the filing of
t he request.

It is our finding that this extrinsic evidence
regarding the certificate is highly suggestive of the scenario
t hat Bar nhouse proposes. Nonetheless, in this situation, we
believe, in agreenment with the exam ning group, that the
intrinsic evidence fromthe Federl patent is sufficient to
have conveyed to one of ordinary skill that Federl and
Ki pouras were in possession of the subject matter of an ECH EO
copol ymer for incorporation in an ABS, wherein the ECH EO were
in a 50:50 ratio on a weight basis. Having weighed all the
evi dence, we GRANT Ki pouras’ notion for benefit. For
consi stency, we will continue to refer to Ki pouras as junior

party and Barnhouse as senior party, but this decision wll

20
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reflect Kipouras' senior party status with respect to burden

of proof and in the judgnent.?®

Deci sions on Motions to Amend Barnhouse Prelimnary Statenent

As noted above, party Barnhouse has filed two
not i ons?'®
under 37 CFR 8 1.635 for |leave to anend its prelimnary
statenent pursuant to 37 CFR 8§ 1.628. These notions to anmend
are opposed by the junior party. The decisions on the notions
to anmend the prelimnary statenment were deferred to fina
heari ng.

The Interference Rules, specifically 37 CFR § 1. 628,
and its predecessors have been pronul gated to allow the Patent
and Trademark O fice (PTO to permt an anendnent of a party's
prelimnary statenment arising through inadvertence or m stake,

to permt and not thwart justice. See Myers v. Mers, 4 F. 2d

% 1t is not necessary to redeclare an interference to
shift senior party status to a forner junior party. Dinkel v.
Ddier, 1904 C. D. 572, 573.

16 Papers No. 51 and 65, henceforth called first and
second notions to anend the Barnhouse prelimnary statenent,
respectively.

21
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948, 951, 1925 Dec. Conmir Pats. 245, 251 (D.C. CGir 1925). A
satisfactory show ng under the rule nust include evidence that
the party was not negligent in preparing the original

statenent and the error could not have been avoi ded by the
exerci se of due care. See R vise and Caesar, Interference Law
and Practice 8100, Vol. I, p. 278 (Mchie Co., 1940). In the
nore recently reported cases, the requirenent outlined above
has been followed, and the rule and its predecessor have been

construed strictly. In fact,

t he predecessor to 37 CFR § 1.628 (37 CFR 8§ 1.222) has been
interpreted to "require a showi ng denonstrating that the
nmovi ng party was not negligent in preparing the original
prelimnary statenment and that the error could not have been
avoi ded by the

exerci se of due care" if the notion were "filed after the
prelimnary statenments were approved and their contents known
to the parties.” Flemng v. Bosch, 181 USPQ 761, 763 (Bd.

Pat. Int. 1973). Cf. Chan v. Kunz, 231 USPQ 462, 471 (Bd.

22
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Pat. Int. 1984)(Mtion to anend prelimnary statenment granted
based on evidence of the counsel's care in follow ng
interference rules by conformng original prelimnary
statenent to proofs for each count).

In this instance, the first notion to permt the
anendnent seeks to have the prelimnary statenent of the
senior party anended to include the allegation of derivation
by the junior party fromthe senior party. As we understand
the relevant tinme frame, the senior party testinony period
began on Novenber 1, 1993 and was set to conclude on January
1, 1994. The notion to anmend the prelimnary statenent was
made for the first tinme on Decenmber 23, 1993, toward the end
of the senior party s testinony period and after inventors Yu
and Barnhouse had been deposed on Septenber 13 and 28, 1993,

respectively. Thus, the

junior party’'s argunent that the request cones extrenely |ate
in the proceedings has sone nerit. W would be inclined to
deny the notion based nerely on the | ateness thereof.

However, the senior party points to severa
circunstances, that even with the exercise of due care, would

23
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have prevented the senior party from devel opi ng evidence to
support an allegation of derivation before the date on which
the request to anend the prelimnary statenent was fil ed.
First, the senior party points to the stipulations that were
filed by the parties on Decenber 23, 1993. These stipul ations
wer e devel oped and signed by the parties on Decenber 16 and
17, 1993 in order to obviate a notion for additional discovery
filed by Barnhouse and wi thdrawn concurrently with the filing
of the stipulations. According to Barnhouse, the stipulations
represent the first concrete evidence that the sanples used by
Federl and Ki pouras in the set(s) of experinments as reported
in conparative exanples Cl1 to C5 and C10 and as exanples 6-9
of U S. Patent 4,588,773 and the set of experinents reported
in table VI in KX-15 were the copol yner sanples furnished to
Bor g- Warner vi a Barnhouse from Goodri ch.

The foll ow ng represents our findings of fact with
regard to the notions to anend the prelimnary statenent.
Begi nni ng about 18 nonths before the filing of the Feder

appl i cation, Barnhouse was supplying ECH EO to Federl and

24
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Ki pouras under a non-analysis agreenent. GD16.' The

agr eenent

specified that the sanples were provided in confidence and
wer e

for testing and eval uati on purposes only. No other use of the
sanpl es was perm tted!® under the agreenent, and the agreenent
was to remain in effect for three years fromits inception
GDT6. Wien the original Barnhouse prelimnary statenent was
filed, Barnhouse had every reason to suspect that the
agreenent had been abi ded by, and the ECH EO referred to in
the Federl application was presuned by the party Barnhouse to
have been from a source ot her than Barnhouse and Goodri ch.
GD7. This appears to have been a reasonabl e assunption since
t he Federl patent inventors would not have known the

conposition of the ECH EO from

o The Green declaration (Paper No. 53, Decenber 23,
1993) filed in support of the first notion to anend the
prelimnary statement will be abbreviated GD.

18 According to Green, this would include use as the
basis of a patent application, a construction of the agreenent
t hat appears reasonable on its face. GDf8.
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Goodrich, if they were in conpliance with the agreenent.®®

Wth

the filing of the stipulations, however, Barnhouse had cl ear
evi dence that Barnhouse and Goodrich had been the source of
t he ECH EO copol yner, providing for the first tine evidence
supportive of a claimof derivation. GDff7, 8.

Ki pouras argues that where Kipouras obtained the
ECH EO copolynmer is irrelevant to the issue of derivation
But conveyi ng the sanples to Borg-Warner and the subsequent

use of the composition thereof in the Federl patent, if

19 An interference before the Board is not a proper
forumto resolve contract disputes. Nonetheless, in an
i nstance where one party apparently has breached an agreenent
to the detrinent of the other party, the interest of justice
m ght rightly require that a bel ated showi ng or pleadi ng be
declared tinely. The procedures of the PTO should be used to
permt justice, rather than to thwart justice. Flem ng, 181
USPQ at 763. Here, we are faced with the renarkabl e situation
that there is uncontroverted evi dence of an agreenment between
the parties not to analyze or otherw se use the sanples except
for testing and evaluation. GDf6. And there is a stipulation
that Goodrich was the source of the sanples. Yet, Borg-\Wrner
filed a patent application before the expiration of the
agreenent which disclosed the conposition of the sanples. It
is our viewthat justice requires the two anendnents to the
Bar nhouse prelimnary statenent.
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proven, clearly constitutes a comruni cation under the case | aw
of derivation.

W are also mndful that an opposing party may
del ay, by various procedural naneuvers, a request for
addi tional discovery or stipulations to nake the tinme period
bet ween the opening of the prelimnary statenents and the
filing of a request to anend a prelimnary statenment unduly
long. We have no evidence that such a situation has occurred
in this case. However, the fact that stipulations were filed,

whi ch the seni or

party states necessitated the request to anend the prelimnary
statenent, blunts the opposition’s argunents based nerely on
the length of time that has passed after the prelimnary
statenents have been opened or that certain w tnesses have
al ready been deposed.

Wth these facts in mnd, it is our conclusion, that
Bar nhouse was not negligent in preparing the original
prelimnary statenment, and that due care was exercised in the
preparation thereof. W further are of the view that even
with the exercise of this due care, the om ssion of the claim
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of derivation could not have been avoided. Accordingly, we
grant both of the senior party Barnhouse's notions to amend
the prelimnary statenent and we permt the correction of

Bar nhouse’ s prelimnary statenent to include the allegation of
derivation, in the interest of justice. The Barnhouse notions
to anend the prelimnary statenent to include an allegation of

derivati on are GRANTED

Senior Party Case for Derivation

Whet her in senior party status or junior party
status, the burden of proof of party Barnhouse with respect to
derivation is by a preponderance of the evidence. Hedgew ck
v. Akers, 497 F.2d 905, 908, 182 USPQ 167, 169 (CCPA 1974).

“Whil e the

ultimate question of whether a patentee derived an invention
fromanother is one of fact, the determ nation of whether

there was a prior conception is a question of law, which is
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based upon subsidiary factual findings [citations omtted].”
Price v.

Symsek, 988 F.2d 1187, 1190, 26 USP@2d 1031, 1033 (Fed. Cr
1993).

The followi ng represents our findings of fact with
respect to senior party Barnhouse's argunents concerning
derivation. According to Barnhouse, in early 1983, Borg-

War ner “expressed an interest to us [Goodrich][for us] to

of fer ideas and suggestions on inproving el ectrical
conductivity of ABS conmpounds.” KR610. Goodrich responded to
contacts between the two conpani es “pursuing their [Borg-
Warner’s] request for assistance in antistat? devel opnent for
ABS” by suppl yi ng Borg-Warner wth both stock sanpl es of

ECH EO copol yner and specially fornul ated sanpl es of ECH EO
copol yner. KR616; Stip.f22. Hydrin 200 was Goodrich’ s trade

nane for a

20 “Antistat” denotes antistatic or static electricity
di ssi pating materi al s.

2 The stipulated facts are found in the Kipouras
Record at 718-20 and in the Barnhouse record at 224-26. The
Stipulated facts are abbreviated Stip. followed by the
appropri ate paragraph.
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commercially avail abl e copol yner of ECH EO where the

epi chl oro- hydrin and the ethylene oxide are present in a 1:1
nmol ar ratio. KR616-17. Barnhouse gave Borg-Warner the Hydrin
200 first and thereafter gave Borg-Warner sanples of 50/50 by
wei ght ECH EO copol yner which he nay have identified to Borg-
War ner personnel as Hydrin 250. KR617; KR623; Stip. f2.

Bar nhouse never divul ged the conposition of the sanples to
Borg-Warner, and to the best of his know edge they did not
know t he conpositions of the sanples. KR651. In fact,

Bar nhouse prebl ended prom si ng ECH EO copol yners wi th Bl endex
131, an ABS resin, before sending themto Borg-Warner in order
to make it nore conplicated for Borg-Warner to determ ne the
exact conposition of the ECH EO copol yner. KR660. No
docunentary evidence has been found that Federl, Kipouras or
anyone el se at Borg-Warner knew the conpositions of the

copol yner sanpl es Barnhouse supplied. Stip.f2. Finally,
exactly what copol yner conposition sanples to provide to Borg-
Warner for blending with their ABS terpolyner was entirely

Bar nhouse’ s choi ce. KR668.
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The contacts between Barnhouse and Bor g- War ner
personnel, primarily Federl and Ki pouras, started at |east as
early as June 1983, and Barnhouse had supplied sanples to
Borg- Warner prior to May 31, 1984. KR622; Stip.f2; KX-15.

Bar nhouse

continued to supply sanples to Borg-Warner after May 31, 1984.

KR658.

To prove derivation, a party mnmust show (1) prior
conception of the subject matter of the count and (2) conmuni -
cation of the conception to the opponent. Price, 988 F.2d at
1190, 26 USPQ2d at 1033; Hedgew ck, 497 F.2d at 908, 182 USPQ
at 169. Furthernore, the party nust show that the
communi cat ed subject matter woul d have been sufficient to
enabl e one of ordinary skill in the art to construct and
successfully operate the subject matter of the count. Mead v.
McKi rnan, 585 F.2d 504, 507, 199 USPQ 513, 515 (CCPA 1978).

Conception has been defined as the formation, in the

m nd of the inventor, of a definite and permanent idea of the
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conpl ete and operative invention. Coleman v. Dines, 754 F.2d
353, 359, 224 USPQ 857, 862 (Fed. Cir. 1985)(quoting Gunter v.
Stream 573 F.2d 77, 80, 197 USPQ 482, 484 (CCPA 1978)). It
is settled that in establishing conception a party nust show
every feature recited in the count, and that every limtation
in the count nust have been known at the tine of the all eged

conception. Col eman, 754 F.2d at 359, 224 USPQ at 862.

Thus, the test for conception is whether the
inventor had an idea that was definite and per manent enough

t hat one

skilled in the art could understand the invention. Burroughs
VWl lconme Co. v. Barr Lab. Inc., 40 F.3d 1223, 1228, 32 USPQd
1915, 1919 (Fed. Cir. 1994), cert. denied, 515 U S. 1130
(1995) and cert. denied, 516 U S. 1070 (1996). An idea is

definite and pernmanent when the inventor has a specific,
settled idea, a particular solution to the problem at hand,

not just a general goal or research plan he hopes to pursue.
ld. See, also Fiers, 984 F.2d at 1169, 25 USPQRd at 1605;

Amgen, Inc. v. Chugai Pharnaceutical Co., 927 F.2d 1200, 1206,
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18 USPQ2d 1016, 1021 (Fed. Cr. 1989), cert. denied, 502 U S.
856 (1991)(no conception of chem cal conpound based solely on
its biological activity). The conception anal ysis necessarily
turns on the inventor's ability to describe his invention with
particularity. Until he can do so, he cannot prove possession
of the conplete nental picture of the invention. These rules
ensure that patent rights attach only when an idea is so far
devel oped that the inventor can point to a definite,
particul ar invention. Burroughs, 40 F. 3d at 1228, 32
UsPQ@d at 19109.

Nei t her conception nor reduction to practice nay be
establ i shed by the uncorroborated testinony of the inventor.
See Tonecek v. Stinpson, 513 F.2d 614, 619, 185 USPQ 235, 239

( CCPA

1975). The inventor's testinony, standing alone, is
i nsufficient
to prove conception--sone formof corroboration nmust be shown.

See Price, 988 F.2d at 1194, 26 USPQ2d at 1036. Wile the
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"rule of reason” originally devel oped with respect to
reduction to practice has been extended to the corroboration
required for

proof of conception, the rule does not dispense with the
requi renent of sone evidence of independent corroboration.
See Col eman, 754 F.2d at 360, 224 USPQ at 862. As the CCPA
stated in Reese v. Hurst, 661 F.2d 1222, 1225, 211 USPQ 936

940 (CCPA 1981): "[the] adoption of the "rule of reason' has
not altered the requirenent that evidence of corroboration
must not depend solely on the inventor hinmself." There nust
be evi dence i ndependent fromthe inventor corroborating the
concepti on.

Addi tionally, we acknow edge that there is no single
formula that must be followed in proving corroboration. An
eval uation of all pertinent evidence nust be nade so that a
sound determ nation of the credibility of the inventor's story
may be reached. Price, 988 F.2d at 1195, 26 USPQRd at 1037.
| ndependent corroboration nmay consi st of testinony of a
wi t ness, other than the inventor, to the actual reduction to

practice or it may consi st of evidence of surrounding facts
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and circunstances i ndependent of information received fromthe

i nvent or. Reese,

661 F.2d at 1225, 211 USPQ at 940. See also, for conception

Ri vi se and Caesar, Interference Law and Practice, Vol. |, §
126 and Vol. 111, 8 542 (Mchie Co. 1947) and for reduction to
practice, Vol. Il 88 543 and 544.

It is apparent to us that Barnhouse and Yu at
Goodrich conceived of the invention and comuni cated that
conception to Federl and Ki pouras at Borg-Warner prior to My
31, 1984. Only Barnhouse had a conpl ete understandi ng of the
i nvention that included every feature thereof including the
conposition of the ECH EO copolyner. Only Barnhouse coul d
describe the invention with particularity. Burroughs, 40 F. 3d
at 1228, 32 USPQRd at 1919. Federl and Ki pouras by
stipul ation have adm tted that no evi dence exists that
establishes that they knew the conposi- tion(s) of the
copol yner part of the blended ABS before May 31, 1984.

Bar nhouse’ s testinony regardi ng conception and comruni - cation
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is corroborated by the stipulations as noted in our findings
of fact. It is our finding that Federl and Ki pouras
approached Goodrich with a problem at hand, a nere general
goal, or research plan they hoped to pursue. Burroughs, 40
F.3d at 1228, 32 USP@d at 1919. Barnhouse at Goodrich sol ved
the problem but did not intend to disclose the specifics or

particul ars of the successful copolyner to Borg-Warner. That

Feder!l and Ki pouras ascertained the conposition of the ECH EO
copol yner, whether by analysis or otherw se, fromthe sanpl es
Bar nhouse conveyed to them in no manner changes the fact that
Feder!l and Ki pouras have derived the invention from Barnhouse
and

Yu. Furthernore, the fact that Federl and Kipouras are
entitled to an earlier effective filing date is of no avail to
them since Barnhouse has established derivation by a

preponderance of the evidence.? Accordingly, we will enter

22 Once derivation is shown, it is imuaterial who
reduced to practice first. Tolle v. Starkey, 255 F.2d 935,
938, 118 USPQ 292, 296 (CCPA 1958). See al so Boyd v. Tanut us,
1 USPQ2d 2080, 2083 n.4 (Bd. Pat. App. Int. 1986).
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judgnment on the ground of originality of invention in favor of
Bar nhouse and Yu.

Ki pouras argues in his main brief that Barnhouse did
not suggest to party Kipouras what proportion of copol yner
versus ABS to use nor how to blend or conpound the material s.
However, the record is clear that Barnhouse was havi ng speci al
bl ends of ECH EO copol yner nade expressly for blending in ABS
with the desired anti-static property in mnd. BR21-22;

KR660. There- fore, we do not agree that Barnhouse was not
i n possession of the anbunt of ABS to be m xed with the ECH EO
copol yner.

Secondly, given a known conposition of ECH EO
copol ynmer, in our view, the anount of ABS to blend therewth,

and

t he appropriate bl ending techni ques to achi eve the desired
result--a well docunented antistatic specification--were well
within the skill of the ordinary artisan. Note that the
converse is not true. Kipouras and Federl never had a

conception of the

37



| nterference No. 103, 029

invention in the tine frane at issue, because they, by
contract, never knew the conposition of the “secret” copol ymer
i ngredient. BR13; GD6; Stipf2.

Finally, Kipouras argues that it was Kipouras that
di scovered the exact formulation of ABS to ECH EO copol yner.
We have no evidence of record one way or the other on this
point.% Even if this were established by evidence, in our view
this issue pertains to reduction to practice rather than
conception or derivation. W see it as sinply the exercise of
the normal skill expected of an ordinary chem st, which would
not have involved any inventive acts on the part of Kipouras.
The necessity of a certain anount of selection of sizes of

parts, materials, etc.,

z We note that the Kipouras brief cites to the record
for this proposition, but only to show that Barnhouse was
“amazed” at the results. Any testinony about what Federl and
Ki pouras did which cones from Barnhouse is clearly
specul ative. Federl and Ki pouras have not testified, and they
did not put on a priority case. Inasnmuch as they have
eschewed priority evidence, it is difficult to see how it can
now be argued at final that they contributed to a conception.
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al ong predeterm ned |ines does not indicate contribution to

the conception of an invention. See Bac v. Loom's, 252 F.2d
571, 577, 117 USPQ 29, 34 (CCPA 1958) (LORAN patent case);
Fredkin v. Irasek, 397 F.2d 342, 158 USPQ 280 (CCPA), cert.
denied, 393 U.S. 980 (1968) and Sewell, 21 F.3d at 415, 30
UsPQ@d at 1358.

As a further factor with regard to derivation, we

are aware of a line of cases that m ght be called the

unrebutted derivation cases. See Rhodes v. Dugan, 212 USPQ
699 (Bd. Pat. Int. 1981) following Tolle, 255 F.2d 935, 118

USPQ 292. In these cases, the unrebutted testinony regarding

derivation raises the presunption of its accuracy. See also,
Hedgew ck, 497 F.2d at 908, n.3, 182 USPQ at 169, n.3 and
Ri vise and Caesar, Inter- ference Law and Practice, Vol. 1V,

88649 and 657 (Mchie Co., 1940). W nerely nmention in

passi ng that Federl and Ki pouras have not testified,* and

24 We note that junior party Kipouras did not request
further testinmony when senior party Barnhouse noved to anend
t he Barnhouse prelimnary statenent to all ege derivation
Addi tional discovery has often been granted where derivation
has been alleged. See, for exanple, Jurek v. Foote, 220 USPQ
888, 889 (Bd. Pat. Int. 1982).
(continued...)
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therefore, simlar to the previously cited cases, the evidence
of derivation stands unrebutted by any evidence from Ki pour as
and Federl .

As noted above, while we have determ ned that
Bar nhouse and Yu conceived of the invention and comuni cat ed
that conception to Borg-Warner prior to May 31. 1984,
Bar nhouse is restricted by prelimnary statenent to a
date prior to
Decenber 17, 1984. Accordingly, we find that the invention
was derived from party Barnhouse on Decenber 16, 1984. As we
have noted above, once derivation has been shown, it is
i mmaterial who reduced to practice first. Therefore, now
senior party Kipouras’ benefit date of Decenber 21, 1984 is
unavai l i ng. Judgnent on the ground of originality of

invention will be entered in favor of Barnhouse herei nbel ow.

Judgnent

Judgnent in Interference No. 103,029 is entered

agai nst the now senior party, CGeorge P. Kipouras and Alan R

24(...continued)
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Federl, on the ground of originality. George P. Kipouras and
Alan R Federl, are not entitled to their patent containing
clainms 1-16, which clains correspond to the count in
interference. Judgnent is entered in favor of Janes P

Bar nhouse and Si non Hsi ao-Pao Yu, the now junior party. Janes
P. Barnhouse and Si non Hsi ao-Pao Yu are entitled to a patent

containing clains 29-36, 38-43, 45-63,

65- 67, and 69-73, which clains correspond to the count in

i nterference.

BRUCE H STONER, JR )
Chi ef Admi nistrative Patent Judge )
)
)
) BOARD OF
PATENT
WLLIAM F. PATE, |11 ) APPEALS
AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
PAUL LI EBERVAN )
Adm ni strative Patent Judge )

41



| nterference No.

WFP: psb

103, 029

42



| nterference No. 103, 029

Counsel for Junior Party Kipouras et al.

Boris Haskell et al.
Pari s and Haskel
2316 S. Eads Street
Arlington, VA 22202

Counsel for Senior Party Barnhouse et al.
Raymond W Green, Esq.
WIlliam Brinks Ods, Hofer, Glson & Lione

P. O, Box 10395
Chicago, IL 60610

43



